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DETAILED ACTION 

1 . This is the initial Office action based on the 10/821 ,529 application filed on 
04/09/2004. Claims 1-16, as originally filled, are currently pending and have been 
considered below. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The applicant uses the phrase at least likely 
throughout text of the recited claims. The phrase is inconclusive because it is not stated 
whether the directly related condition is actually met, therefore it is vague and indefinite. 

4. The term "detailed manual review " in claims 8 &16 is a relative term which 
renders the claim indefinite. The term " detailed manual review " is not defined by the 
claim, the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. 

Claim Rejections • 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims1-8 are rejected under 35 U.S.C. 101 because the claims lack the necessary 
physical articles or objects to constitute a machine or a manufacture within the meaning 
of 35 USC 101 . They are clearly not a series of steps or acts to be a process nor are 
they a combination of chemical compounds to be a composition of matter. As such, they 
fail to fall within a statutory category. They are, at best, functional descriptive material 
perse. 

Descriptive material can be characterized as either "functional descriptive material" or 
"non-functional descriptive material." Both types of "descriptive material" are non- 
statutory When claimed as descriptive material perse, 33 F.3d at 1360, 31 USPQ2d at 
1759. When functional descriptive material is recorded on some computer-readable 
medium, it becomes structurally and functionally interrelated to the medium and will be 
statutory in most cases since use of technology permits the function of the descriptive 
material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 
1031, 1035 (Fed. Cir. 1994) 

Merely claiming non-functional descriptive material, i.e., abstract ideas, stored on a 
computer-readable medium, in a computer, or on an electromagnetic carrier signal, 
does not make it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that 
the claims for an algorithm in Benson were unpatentable as abstract ideas because 
"[t]he sole practical application of the algorithm was in connection with the programming 
of a general purpose computer."). 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-16 rejected under 35 U.S.C. 102(b) as being anticipated by Duvall et al. 
(hereinafter Duvall) U.S. Patent No.: 5,884,033. 

Duvall teaches: 

Claim 1: A system for reviewing a message content comprising: a storage 
containing at least one message for review (Figure 2 and Abstract; storage and 
database); a memory containing a plurality of words whose presence in a 
message indicates that the message is at least likely to be inappropriate (Figures 
2-3 and Abstract; storage, database, list); a computer processor for comparing 
words in the message to be screened with words in the memory in order to 
identify messages which are at least likely to contain inappropriate content 
(Figures 1-5d and Abstract; processor); and a means for designating a message 
as containing or being likely to contain inappropriate content (Figures 1-5d and 
Abstract; filter database, compare keyword and keyword match). 
Claim 2: Further comprising a means for transmitting the message to a terminal 
for manual review (Figures 1-3 and Abstract & Col. 4 lines 56-64; clients, user's 
computer, provide message to user and user's display). 
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Claim 3: Further comprising a web interface for receiving messages to be 
reviewed (Figures 1-3 and Abstract & Col. 4 lines 56-64; user's computer and 
web browser). 

Claim 4: Further comprising a means for comparing a source IP address with a 
list of IP addresses from which messages containing inappropriate content have 
been previously received (Figures 1-3 and Abstract & Col. 4 lines 56-64; list of IP 
addresses and matching IP addresses). 

Claim 5: Further comprising a means for comparing phrases in the message to 
be screened with phrases in the memory in order to identify messages which are 
at least likely to contain inappropriate content (Figures 2 & 4 and Abstract; 
comparing keywords and matching portions of messages). 
Claim 6: Further comprising a means for comparing a name in the message to 
be screened with words in the memory in order to identify messages which are at 
least likely to contain inappropriate content (Figures 1-5d and Abstract & Col. 2 
line 63- Col. 3 line 41 ;DNS, comparing keywords and objectionable material). 
Claim 7: Further comprising a means for transmitting the message to a terminal 
for manual review (Figures 1-3 and Abstract & Col. 4 lines 56-64; clients, user's 
computer, provide message to user and user's display). 
Claim 8: Further comprising a means for transmitting the message to a second 
terminal for detailed manual review (Figures 1-3 and Abstract & Col. 4 lines 56- 
64; clients, user's computer, provide message to user and user's display). 
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Claims 9-16 list all the same elements of claims 1-8, but in method form 

rather than system form. Therefore, the supporting rationale of the rejection to 

claims 1-8 applies equally as well to claims 9-16. 

Examiner Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and 
are applied to the specific limitations within the individual claim, other passages 
and figures may apply as well. It is respectfully requested from the applicant in 
preparing responses, to fully consider the references in its entirety as potentially 
teaching of all or part of the claimed invention, as well as the context of the 
passage as taught by the prior art or disclosed by the examiner. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maceeh Anwari whose telephone number is 571-272- 
7591 . The examiner can normally be reached on Monday-Friday 7:30-5:00 PM ES. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Vaughn can be reached on 571-272-3922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



M.A. 




